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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1. 6. 8-12, 17, 18 is/are rejected. 
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DETAILED ACTION 

1 . In view of the amendment, previous 1 1 2, second paragraph rejection on claims 
12,17 and 1 8 is hereby withdrawn. 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1, 6-12, 17 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Urano et al (5,800,952) (with Yamada et al (6,033829) which is being 
cited here to show that 2-mercaptobenzothiazole is a compound that is added to a 
photopolymerizable composition to further increase performance of a 
photopolymerization initiator). 
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In Comparative Examples 6 and 9 (see Table 2, and see also the last three lines 
of col. 15-1 6, first fifteen lines of col. 17-18, and col.4, lines 15-17, col. 16, lines 48-58), 
Urano teaches a photopolymerizable composition containing a photopolymerization 
initiator system II including R-1 (2,2'-bis(o-chlorophenyl)-4,4',5,5'- 
tetraphenylbiimidazole), Michler's ketone (N,N'-tetramethyl-4,4'-diaminobenzophenone) 
and 2-mercaptobenzothiazole, an ethylenic compound, 24 parts of an organic polymer 
material (1 ) (with acid value of 80) which is shown below, and 3 parts of an additive 
which is one of oxalic acid and phthalic acid: 

CD CHj 



Therefore, Urano teaches present 5 parts of the organic acid per 40 parts of polymeric 
binder. Urano coats his composition onto a substrate, followed by exposure and 
development. Thus, Urano teaches present inventions of claims 1, 6-12, 17 and 18; 
even though present claim 1 recites "[a] photoresist composition consisting essentially 
of . . .", it is the Examiner's position that 2-mercaptobenzothiazole of Urano's 
composition would not materially affect the basic and novel characteristic(s) of the 
claimed invention because 2-mercaptobenzothiazole is merely a compound that is 
added to a photopolymerizable composition to further increase performance of a 
photopolymerization initiator as evidenced by Yamada, col. 10, lines 7-14. Thus, it is the 
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Examiner's position that Urano's composition still teaches present composition. See 
MPEP 2111.03. 

Response to Arguments 

5. Applicants argue that the Examiner has improperly extrapolated the teachings of 
Yamada to Urano. Applicants argue that in Yamada, the 2-mercaptobenthiazole is not 
an essential element whereas in Urano, the 2-mercaptobenzothizole is the only initiator 
and thus an essential element. Therefore, applicants conclude that if 2- 
mercaptobenothiazole were present in present composition its presence would 
materially affect the basic and novel characteristics of the claimed composition and that 
therefore the 2-mercaptobenzothiazole is excluded from present composition. 

The Examiner disagrees. First of all, in Urano's Comparative Example 6 and 9, 2- 
mercaptpbenzothiazole is not the only initiator. Those examples use a 
photopolymerization initiator system, which also includes 2,2'bis(o-chlorophenyl)- 
4,4'5,5'-tetraphenylbiimidazole and N,N'-tetramethyl-4,4'-diaminobenzophenone. Those 
compounds are clearly initiators that generate radicals upon absorption of light (see 
Urano, col.4, lines 10-17, line 32). Secondly, the issue here is not whether the 2- 
mercaptobenzothiazole is an essential element or not in Urano but whether the 
presence of such compound would materially affect the basic and novel characteristic(s) 
of the claimed present invention. As stated before, it is still the Examiner's position 
that 2-mercaptobenzothiazole of Urano's composition would not materially affect the 
basic and novel characteristic(s) of the claimed invention because 2- 
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mercaptobenzothiazole is known in the art as a compound that is added to a 
photopolymerizable composition to further increase performance of a 
photopolymerization initiator as evidenced by Yamada. As stated previously, if an 
applicant contends that additional steps or materials in the prior art are excluded by the 
recitation of "consisting essentially of," applicant has the burden of showing that the 
introduction of additional steps or components would materially change the 
characteristics of applicant's invention. In re De Laiarte , 337 F.2d 870, 143 USPQ 256 
(CCPA 1964). See also Ex parte Hoffman , 12 USPQ2d 1061, 1063-64 (Bd. Pat. App. & 
Inter. 1 989). See MPEP 21 1 1 .03. It is the Examiner's position that applicants have not 
met such a burden. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571 -272-1 333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 



Application/Control Number: 09/995,880 Page 6 

Art Unit: 1795 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Sin J. Lee/ 

Primary Examiner, Art Unit 1795 
December 16, 2008 



